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DETAILED ACTION 


Continued Prosecution Application 

1 . The request filed on 9/5/200 1 for a Continued Prosecution Application (CPA) under 37 
CFR 1.53(d) based on parent Application No. 09/082127 is acceptable and a CPA has been 
established. An action on the CPA follows. 


Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

3. Claims 19-22, 27, 38-41, 56, 58, and 59 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Blair et al (U.S. Patent # 5,809,265). 

Regarding claims 19, 27: Blair et al. teach a machine readable medium (memory of 
workstation, column 3, line 54) on which is recorded a program (1 14, column 4, lines 33-38, and 
column 5, lines 35-36) for selecting a desired image forming apparatus from a plurality of image 
forming apparatuses (printers, 102, 104, column 3, lines 45-50) connected to a network, (column 
3, line 48) the program comprising: a select step for selecting as an output destination one of the 
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image forming apparatuses designated by a user; (user select LJ2, column 5, line 24) a judgment 
step for judging whether or not the image forming apparatus set at the select step is capable of 
carrying out printing; (column 5, lines 34-38) and a display step (fig. 7) for displaying on a 
display installation locations of the image forming apparatuses (additional active connections, 
column 5, lines 35-40) which are capable of carrying out printing to serve as a substitute (column 
5, lines 34-3.8) for the image forming apparatus set at the select step in case an outcome of the 
judgment formed at the judgment step indicates that the image forming apparatus set at the select 
step is not capable of carrying out printing (Fig. 7, column 5, lines 15-42). 

Regarding claim 20: Blair et al. teach wherein the display step further includes a sub-step 
for displaying on the display a map of the network (fig. 7) with symbolic marks (LJ2, 4Si, fig. 7) 
of the image forming apparatuses on the map, with each symbolic mark representing an 
installation location of respective ones of the image forming apparatus. 

Regarding claim 21: Blair et al. teach a step for setting as an output destination an image 
forming apparatus represented by a corresponding one of the symbolic marks (LJ2, fig. 7) 
selected by the user (abstract, column 5, lines 1-10). 

Regarding claim 22: Blair et al. teach a sub-step for displaying on the display characters 
(LJ2, fig. 7) describing the name of each of said image forming apparatuses and characters 
describing a location (foothill 2/2, fig. 7) at which each of the image forming apparatuses is 


installed. 
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Regarding claims 38 and 41 : Blair et al. teach a machine readable medium (memory of 
workstation, column 3, line 54) on which is recorded a program (1 14, column 4, line 33-38) for a 
network system (column 3, line 48) connecting a plurality of computers and a plurality of 
input-output apparatuses, (fig. 1) the program comprises: a user name (118, column 4, lines 54- 
67) displaying step for displaying as items of selection the names of users (the name of the 
system located in foothill 2/2) regularly using the network system; (118 regularly using the 
network for communication), a user name selecting step for selecting one of the names displayed 
at the user name displaying step; (fig. 5, column 4, lines 45-67) an input-output apparatus 
displaying step (fig. 6) for displaying as items of selection only the input-output apparatuses 
(LJ2, 4si, fig. 6) associated with one of the users (foothill 2/2, fig. 6) with the name thereof 
selected at user name selecting step; and an input-output apparatus selecting step for selecting as 
an input-output destination a desired one of the input-output apparatuses displayed at the 
input-output apparatus displaying step (abstract, column 5, lines 10-40). 

Regarding claim 39: Blair et al. teach wherein the user name displaying step further 
includes a sub-step for displaying the names of the (foothill 2/2, fig. 6) users on a layout diagram 
along with icons (LJ2, 4si, fig. 6) each representing one of the input-output apparatuses. 

Regarding claim 40: Blair et al. teach wherein the program further comprises: a step for 
creating (column 6, lines 7-21) a plurality of images (LJ2, fig. 7) each showing installation 
locations of the input-output apparatuses on layers of different levels (fig. 5, fig. 6) forming a 
hierarchical structure (column 4, lines 45-67) and storing the hierarchical structure; (column 6, 


• • 
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lines 7-20); a step for displaying a high level image (fig. 5) on one of the layers at a high level in, 
the hierarchical structure wherein the high level image shows items of selection; (column 4, lines 
60-63) and a step for displaying a low level image (fig. 6) on another one of the layers at a level 
immediately lower than the high level in the hierarchical structure (column 4, lines 45-67) 
wherein the low level image (fig. 6) is determined by an item selected (118, column 4, line 62) 
from the items of selection shown in the high level image. 

Regarding claim 56: Blair et al. teach a program (1 14, column 4, lines 33-38) that can be 

read by a computer (column 4, line 36) which has a computer execute the steps of: selecting a 

% 

first printer, (LJ2, column 6, line 24) as an output destination of image data, from among a 
plurality of printers (fig. 6) connected to a network; (column 5, line 2) determining whether the 
first printer is currently available or not; (column 5, lines 35-38) and selecting a second printer 
(secondary device, column 5, line 37) automatically, (column 5, lines 5-10, column 16, lines 1-8) 
from a plurality of printers (fig. 6) connected to a network, (column 5, line 2) as a substitute 
output apparatus (column 5, lines 25-34) in response to the determination that the first printer is 
not available (column 5, lines 35-40). 

Regarding claim 58: Blair et al. teach wherein the second printer selected as a substitute 
output apparatus exceeds the first printer in function (see higher speed printer, column 5, lines 


25-30). 
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Regarding claim 59: Blair et al. teach wherein the second printer selected as a substitute 
output apparatus exceeds the first printer in printing speed (see higher speed printer, column 5, 
lines 25-30). 


Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 9, 1 1, 12, 14, 16, 17, 25, 26, 33-35, and 37 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Blair at al. (U.S. Patent 5,809,265) in view of Jackson et al. (IBM 
Technical Disclosure Bulletin, Vol. 36, No. 09B, September 1993). 

Regarding claims 9, 25, 33, and 37: Blair teaches a machine readable medium (memory 
of workstation, column 3, line 54) on which is recorded a program (1 14, column 4, line 33-38) 
for selecting a desired input-output apparatus from a plurality of input-output apparatuses 
(printers, 102, 104, column 3, lines 45-50) connected to a network, (column 3, line 48) the 
program comprising: a first display step for classifying the input-output apparatuses into a 
plurality of categories (names 117, column 4, lines 45-67) and displaying the categories on a 
display as items to be selected; (fig. 4, fig. 5), a second display step (fig. 6) for displaying on said 
display as items to be selected only the input-output apparatuses (102, fig. 6, column 5, lines 1- 
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40) classified in a category selected by a user (column 5, line 30), and an apparatus specifying 
means (mouse, column 5, lines 1-10) for selecting a desired one of the input-output apparatuses 
displayed at the apparatus displaying step and for specifying as an input-output destination the 
selected input-output apparatus (abstract, column 5, lines 10-40) 

Blair does not teach that the displayed categories are different functions. 

Jackson et al. (IBM TechnicaLDisclosure Bulletin, Vol. 36, No. 09B, September 1993), 
teaches to use a display (User Interface, line 1 7) for allowing users to select different functions 
(selection criteria, attributes, of object to be printed by a capable printer, lines 17-22, and line 
29), and from the selected functions, display available printers. 

Therefore, it would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to have modified Blair to: replace the displayed categories with 
functions. 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to have modified Blair by the teaching of Jackson et al. (IBM Technical 
Disclosure Bulletin, Vol. 36, No. 09B, September 1993) because of the following reason(s): it 
would have allowed a user to fully automate printer selections for selecting the best fit printer, as 
taught by Jackson et al. (IBM Technical Disclosure Bulletin, Vol. 36, No. 09B, September 1993) 
at lines 28-3 1 ; and (b) it would have provided users with feedback regarding the availability of 
printers to print the selected functions as taught by Jackson et al. (IBM Technical Disclosure 
Bulletin, Vol. 36, No. 09B, September 1993) at lines 6-7. 
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Regarding claims 14, 26: Blair et al. Teaches a machine readable medium (memory of 
workstation, column 3, line 54) on which is recorded a program (1 14, column 4, lines 33-38) for 
selecting a desired input-output apparatus from a plurality of input-output apparatuses (printers 
102, 104, column 3, lines 45-50) connected to a network, (column 3, line 48) the program 
comprising: a first display step for classifying said input-output apparatuses into a plurality of 
categories (names 1 17, column 4, lines 45-67) and for displaying on a display as items of 
selection the categories; (fig. 4, fig. 5), and a second display step (fig. 6) for displaying on the 
display as items of selection only the input-output apparatuses (102, fig. 6, column 5, lines 1-40) 
in a category corresponding to a thus displayed categories which is selected by a user (column 5, 
line 30). 

Blair does not teach that the displayed categories are different pieces of user identification 
information (code). 

Jackson et al. (IBM Technical Disclosure Bulletin, VoL 36, No. 09B, September 1993), 
teaches to use a display (User Interface, line 17) for allowing users to enter different user 
identification information (code) (user specify selection criteria, line 1 8) and from the user 
identification information (user specify selection criteria, line 1 8), display available printers 
(lines 17-31). 

Therefore, it would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to have modified Blair to: replace the displayed categories with 
different pieces of user identification information (code). 
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It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to have modified Blair by the teaching of Jackson et al. (IBM Technical 
Disclosure Bulletin, Vol. 36, No. 09B, September 1993) because of the following reason(s): it 
would have allowed a user to fully automate printer selections for selecting the best fit printer, as 
taught by Jackson et al. (IBM Technical Disclosure Bulletin, Vol. 36, No. 09B, September 1993) 
at lines 28-3 1 ; and (b) it would have provided users with feedback regarding the availability of 
printers to print the selected user identification information, as taught by Jackson et al. (IBM 
Technical Disclosure Bulletin, Vol. 36, No. 09B, September 1993) at lines 6-7. 

Regarding claims 1 1 and 16: Blair et al. teach wherein the second display step further 
includes a sub-step for displaying on said display a map of the network (fig. 6) with symbolic 
marks (LJ2, fig.6) of the input-output apparatuses on the map, with each symbolic mark 
representing an installation location of respective ones of the input-output apparatuses (fig. 6). 

Regarding claims 12 and 17: Blair et al. teach wherein the program further includes a step 
for setting as an apparatus to be used one of said input-output apparatuses represented by one of 
the symbolic marks as selected by a user (column 5, lines 20-35). 

Regarding claim 34: Blair et al. teach wherein the program further comprises: a step for 
displaying on the display a layout (fig. 7) image representing locations of the input-output 
apparatuses; (LJ2, fig. 7) a step for displaying icons (LJ2, fig. 7) as items of selection over the 
layout image displayed on the display, each icon representing one of the input-output apparatuses 
at locations corresponding to actual installation locations of the input-output apparatuses; (fig. 7) 
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and a step for selecting as an input-output destination one of the input-output apparatuses 
represented by an icon selected from the icons (abstract, column 5, lines 10-40). 

Regarding claim 35: Blair et al. teach wherein the program further comprises: a step for 
creating (column 6, lines 7-2 1 ) a plurality of images (LJ2, fig. 7) each showing installation 
locations of the input-output apparatuses on layers of different levels (fig. 5, fig. 6) forming a 
hierarchical structure (column 4, lines 45-67) and storing the hierarchical structure; (column 6, 
lines 7-20); a step for displaying a high level image (fig. 5) on one of the layers at a high level in, 
the hierarchical structure wherein the high level image shows items of selection; (column 4, lines 
60-63) and a step for displaying a low level image (fig. 6) on another one of the layers at a level 
immediately lower than the high level in the hierarchical structure (column 4, lines 45-67) 
wherein the low level image (fig. 6) is determined by an item selected (118, column 4, line 62) 
from the items of selection shown in the high level image. 

6. Claims 10, 13, 15, 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Blair et al. in view of Jackson et al. (IBM Technical Disclosure Bulletin, Vol. 36, No. 09B, 
September 1993) as applied to claim 9 above, and further in view of Sugiyama et al (U.S. Patent 
# 5,996,029). 

Regarding claims 10, and 15: Blair et al. in view of Jackson et al. (IBM Technical 
Disclosure Bulletin, Vol. 36, No. 09B, September 1993) do not teach wherein the second display 
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step includes a sub-step for displaying on the display information indicating whether or not each 
respective one of the input-output apparatuses is usable. 

Sugiyama teaches to display on a display information indicating whether or not each 
respective one of the input-output apparatuses is usable (column 75, lines 37-41) 

Therefore, it would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to have modified Blair et al. in view of Jackson et al. (IBM 
Technical Disclosure Bulletin, Vol. 36, No. 09B, September 1993) to include: wherein the 
second display step includes a sub-step for displaying on the display information indicating 
whether or not each respective one of the input-output apparatuses is usable. 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to have modified Blair et al. in view of Jackson et al. (IBM Technical 
Disclosure Bulletin, Vol. 36, No. 09B, September 1993) by the teaching of Sugiyama because of 
the following reason(s): (a) it would have informed the user of knowing which printers are 
available for printing; and (b) it would have prevented the user from selecting a printer that is not 
available to print. 

Regarding claims 13 and 18: Blair et al. teach wherein the second display step further 
includes a sub-step for displaying on the display at locations in close proximity to each one of the 
symbolic marks representing the input output apparatuses (fig. 6). 
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Blair et al. in view of Jackson et al. (IBM Technical Disclosure Bulletin, Vol. 36, No. 

09B, September 1993) do not teach displaying information indicating whether or not each of the 

input-output apparatuses is usable. 

* 

Sugiyama teaches to display on a display information indicating whether or not each 
respective one of the input-output apparatuses is usable (column 75, lines 37-41) 

. .. Therefore, it would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to have modified Blair et al. in view of Jackson et al. (IBM 
Technical Disclosure Bulletin, Vol. 36, No. 09B, September 1993) to include: displaying 
information indicating whether or not each of the input-output apparatuses is usable. 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to have modified Blair et al. in view of Jackson et al. (IBM Technical 
Disclosure Bulletin, Vol. 36, No. 09B, September 1993) by the teaching of Sugiyama because of 
the following reason(s): (a) it would have informed the user of knowing which printers are 
available for printing; and (b) it would have prevented the user from selecting a printer that is not 
available to print. 

7. Claims 57 are rejected under 35 U.S.C. 103(a) as being unpatentable over Blair at al. 

(U.S. Patent 5,809,265) as applied to claim 56 above and further in view of Jackson et al. (IBM 
Technical Disclosure Bulletin, Vol. 36, No. 09B, September 1993). 
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Regarding claim 57: Blair et al. do not teach wherein the second printer selected is 
located in closest proximity to the user. 

Jackson et al. (IBM Technical Disclosure Bulletin, Vol. 36, No. 09B, September 1993) 
teaches to select a printer that is located in closest proximity to the user for printing (lines 15-27) 

Therefore, it would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to have modified Blair et al. to include: the second printer selected 
is located in closest proximity to the user. 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to have modified Blair et al. by the teaching of Jackson et al. (IBM 
Technical Disclosure Bulletin, Vol. 36, No. 09B, September 1993) because of the following 
reason(s): (a) it would have prevented users from selecting an incorrect printer located far away 
and thereby, preventing the creation of a barrier and inconvenience to the user, as taught by 
Jackson et al. (IBM Technical Disclosure Bulletin, Vol. 36, No. 09B, September 1993) at lines 6- 
14; and (b) it would have allowed a user to select the best capable printer as taught by Jackson et 
al. (IBM Technical Disclosure Bulletin, Vol. 36, No. 09B, September 1993) at lines 28-3 1 . 


Response to Arguments 

8. Applicant's arguments with respect to claims 9-22, 25-27, 33-35, 37-41, and 56-59 have 
been considered but are moot in view of the new ground(s) of rejection. 
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Conclusion 

9* Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to King Y. Poon whose telephone number is (703) 305-0892 or to Supervisor 
Mr. David Moore whose phone number is (703) 308-7452. 
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